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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114. 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 .1 14, and the fee set forth in 37 CFR 
1 .17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 05/13/2010 has 
been entered. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent either is shown to be 
commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 27 is provisionally rejected on the ground of nonstatutory double patenting over 
claims 1 of copending Application No. 12098971 , hereinafter referred to as '971 . This is 
a provisional double patenting rejection since the conflicting claims have not yet been 
patented. 

The subject matter claimed in the instant application is fully disclosed in the referenced 
copending application and would be covered by any patent granted on that copending 
application since the referenced copending application and the instant application are 
claiming common subject matter, as follows: 



Current application 


Co-pending application 


Claim 27: 

A processor-readable medium having 
processor- executable instructions that, 
when executed by a processor, perform 
operations comprising: presenting a first 
user interface (Ul) on a first multimedia 
presentation system at a first locus, the 
first Ul providing a listing of multiple loci 
within a physical environment to which a 
bookmark can be sent; 
receiving through the first Ul, a user 
request to send a bookmark to a specified 
second locus from among the multiple loci, 


Claim 1: 

A processor-readable storage medium 
having processor-executable instructions 
that, when executed by a processor, 
instructs the processor to perform 
operations performs a method comprising: 
generating a bookmark to mark 
"bookmark" at a point during a 
presentation of a program, the program 
being presented through a first 
presentation system at a first physical 
location within a physical environment; 
receiving through a user interface at the 



Application/Control Number: 10/698,349 
Art Unit: 2425 



Page 4 



the second locus including a second 
multimedia presentation system, the 
bookmark including an indication of a point 
within a multimedia program; 
sending the bookmark to the second 
multimedia presentation system at the 
second locus; 

in response to the second multimedia 
presentation system receiving the 
bookmark, and without user interaction, 
presenting a second Ul user interface on 
the second multimedia presentation 
system -the second prompting for user- 
selection to resume the multimedia 
program at the second multimedia 
presentation systemi response to 
presenting the second Ul, receiving a user 
selection through the second requesting 
that a communicatively coupled 
multimedia server -stream to the second 
multimedia presentation system the 
multimedia program, beginning from the 
point within the multimedia program 
indicated by the bookmark; and 
presenting the-multimedia program at the 
second multimedia presentation system 
from the point within the multimedia 
program indicated by the bookmark. 



first presentation system, a user selection 
of a second presentation system at a 
second physical location within the 
physical environment, the user selection 
indicating that the bookmark is to be sent 
to the second presentation system; and 
in response to the user selection of the 
second presentation system through the 
user interface at the first presentation 
system, sending the bookmark to the 
second presentation system, causing the 
second presentation system to present a 
user interface indicating the ability to 
resume, through the second presentation 
system, presentation of the program from 
the point marked by the bookmark. 
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The only difference between claim 27 and claim 1 is that : in claim 27 the user has the 
option to specify a second location where he will need to resume his bookmarked 
program, but in claim 1 , the user has not the option for specifying location for resuming 
bookmarked program. However, in both claims, user can bookmark program and can 
resume the bookmarked program at a second location from another device. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 
Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claim 27 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. That claim discloses a processor readable medium and 
that processor readable medium described open-ended in the specification. For 
example, the applicant discloses in paragraph 206 that processor-readable media may 
comprise "computer storage media" and "communications media." And applicant 
disclose in paragraph 208 that Communication media" typically embodies processor- 
readable instructions, data structures, program modules, or other data in a modulated 
data signal, such as carrier wave or other transport mechanism. 

Claim Rejections - 35 USC § 112, Second Paragraph 

Claim 37 is rejected under 35 U.S.C. 112, Second Paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It recites the language "means for" without a clearly defined 
corresponding structure from the specification. In other words, one of ordinary skill in 
the art would not be able to precisely identify the associated structure, material, or acts 
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necessary for achieving the specified function within the specification - See MPEP 2181 
JY, 

Claim elements "means for presenting a Ul on the first multimedia presentation system, 
the Ul including a display of the bookmark and a prompt for user input to accept the 
bookmark and resume presentation of the multimedia program at the first multimedia 
presentation system, the Ul being presented in direct response to receiving the 
bookmark, the Ul not being presented in response to user interaction with the first 
multimedia presentation systemj means for receiving -user input through the Ul that 
indicates a user request to resume presentation of the that the user selects the 
bookmarked multimedia program from the position of the bookmark; means for 
requesting that a communicatively coupled multimedia server stream to the first 
multimedia presentation system, multimedia program from the position of the bookmark; 
and means for presenting the multimedia program at the first multimedia presentation 
system from the position of the bookmark" is a means (or step) plus function limitation 
that invokes 35 U.S.C. 112, sixth paragraph. However, the written description fails to 
disclose the corresponding structure, material, or acts for the claimed function. There is 
no sufficient algorithm disclosing that function in the specification. 
Applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a means (or step) plus 
function limitation under 35 U.S.C. 112, sixth paragraph; 

or(b) Amend the written description of the specification such that it expressly recites 
what structure, material, or acts perform the claimed function without introducing any 
new matter (35 U.S.C. 132(a)). 

If applicant is of the opinion that the written description of the specification already 
implicitly or inherently discloses the corresponding structure, material, or acts so that 
one of ordinary skill in the art would recognize what structure, material, or acts perform 
the claimed function, applicant is required to clarify the record by either: 
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(a) Amending the written description of the specification such that it expressly recites 
the corresponding structure, material, or acts for performing the claimed function and 
clearly links or associates the structure, material, or acts to the claimed function, without 
introducing any new matter (35 U.S.C. 132(a)); or 

(b) Stating on the record what the corresponding structure, material, or acts, which are 
implicitly or inherently set forth in the written description of the specification, perform the 
claimed function. For more information, see 37 CFR 1 .75(d) and MPEP §§ 608.01 (o) 
and 2181. 

Response to Amendment 

This action is in response to applicant's amendment filed on 05/13/2010. Claims 27-37 
are still pending in the current application. Claims 44-49 and 51-61 are cancelled. This 
action is made NON-FINAL. 

Response to Arguments 

Applicant's arguments with respect to claims 27-37 have been considered but are moot 
in view of the new ground(s) of rejection. Applicant argues that Roberts et al did not 
disclose bookmarking a location within a multimedia presentation such that the 
multimedia can be resumed from that bookmark location. Also, applicant argues that 
Thomas only discloses freezing on-demand media, and later resuming the frozen media 
at another location, but Thomas did not allow the user to specify where he will resume 
the media content. 

However, Vasilevsky et al disclose place a program bookmark in a program 
representing a point in the program where reproduction has stopped, and from another 
reproduction device, resume reproduction of the program from the program 
bookmark,0021 ; the media server being adapted to upon the demand of a user via a 
reproduction device, transmit in a reproducible format, programs to the reproduction 
devices, 0021 ; rendering the decoded and decrypted signals compatible for display with 
the television receivers 124, 128 and 132,0034; the same program can be resumed 
from the same pause point and viewed, but from a different receiver,0049. 
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And Shteyn et al disclose lets the user specify in advance a location for play-out of a 
specific broadcast or multicast program pre-recorded in response to the user's 
selection, and has the content made available to him or her at that location, col. 1 , lines 
35-58; it is clear that the user has the option to specify the location where he wants to 
resume the content and the information will be available at that location automatically; 
this information proves that the system allows user to input a bookmark from one 
device and the user is capable of specifying the location for resuming the bookmark 
from another device. As a result, this action is made non-final. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 1 02 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 27-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vasilevsky et al in view of Shleyn et al, US No.6611654. 

Re claim 27, Vasilevsky et al disclose presenting a first user interface on a first 
multimedia presentation system at a first locus(see fig. 2; a general Graphical User 
Interface display provided to system users, 0025; the input signals are in response to a 
graphical user interface displayed on the receiver screens, 0039) 

in response to the second multimedia presentation system receiving the bookmark, 
and without user interaction, presenting a second Ul user on the second multimedia 
presentation system the second prompting for user-selection to resume the multimedia 
program at the second multimedia presentation system(place a program bookmark in a 
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program representing a point in the program where reproduction has stopped, and from 
another reproduction device, resume reproduction of the program from the program 
bookmark,0021) ; 

in response to presenting the second Ul, receiving a user selection through the 
second Ul (upon the demand of a user,0022); 

requesting that a communicatively coupled multimedia server stream to the second 
multimedia presentation system the multimedia program, beginning from the point within 
the multimedia program indicated by the bookmark; and presenting the multimedia 
program at the second multimedia presentation system from the point within the 
multimedia program indicated by the bookmark(the media server being adapted to 
upon the demand of a user via a reproduction device, transmit in a reproducible format, 
programs to the reproduction devices,0021; rendering the decoded and decrypted 
signals compatible for display with the television receivers 124, 128 and 132,0034; the 
same program can be resumed from the same pause point and viewed, but from a 
different receiver,0049); 

the second locus including a second multimedia presentation system, the bookmark 
including an indication of a point within a multimedia program(see fig .1 , element 128; 
see fig. 7; the bookmark display 400 can contain all of the active bookmarks for the 
program, or only those to which the user has access, 0055). 

But did not explicitly disclose the first Ul providing a listing of multiple loci within a 
physical environment to which a bookmark can be sent; 

receiving, through the first Ul, a user request to send a bookmark to a specified 
second locus from among the multiple loci; sending the bookmark to the second 
multimedia presentation system at the second locus. 
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However, Shteyn et al disclose the first Ul providing a listing of multiple loci within a 
physical environment to which a bookmark can be sent(enables the user to select in 
advance at least a specific one from multiple geographically different locations at which 
the recorded, selected content information will be made available for play-out, col.1, 
lines 39-43); 

receiving, through the first Ul, a user request to send a bookmark to a specified 
second locus from among the multiple loci, sending the bookmark to the second 
multimedia presentation system at the second locus(in response to the user's selection, 
and has the content made available to him or her at that location, col.1 , lines 55-64). 

It would have been obvious for any person of ordinary skill in the art at that time the 
invention was made to incorporate the teaching of Shteyn into the system of 
Vasilevsky for the purpose of allowing users to specify where they want to resume their 
contents remotely. 

Re claim 28, Vasilevsky et al disclose wherein the first Ul -includes a listing of 
bookmarks associated with a particular multimedia program, and the -user -request to 
send a bookmark includes a bookmark selected from the listing of the bookmarks 
associated with the particular multimedia program(audio programs, 0031). 

Re claim 29, Vasilevsky et al disclose wherein the first Ul includes a listing of 
bookmarks associated with a particular multimedia program based upon one or more 
properties associated with the bookmarks(see fig.6; brief description of what occurred in 
the program just prior to the pause point, 0057) . 

Re claim 30, Vasilevsky et al disclose wherein the second Ul includes a listing of one 
or more bookmarks associated with a particular multimedia program based upon one or 
more properties associated with the bookmarks; the one or more properties being 
selected from a group consisting of: identity of -the particular multimedia program; 
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relative point of the bookmark during the presentation of the particular multimedia 
program; a category of the particular multimedia program ; a locus of a system where 
the particular multimedia program was bookmarked; identity of a user who manually 
bookmarked the particular multimedia program; chronological time of generation of the 
bookmark; chronological date of generation of the bookmark(see fig. 7, user name and 
identity of the program). 

Re claim 31 , wherein the second Ul graphically illustrates one or more of the following: 
identity of the multimedia program; relative point of the bookmark during presentation of 
the selected bookmarked multimedia program; a category of the multimedia program; 
a locus of a system where the -multimedia program was bookmarked; identity of a user 
who bookmarked the multimedia program; chronological time when the multimedia 
program was bookmarked; chronological date when the multimedia -program was 
bookmarked; relative time when the multimedia program was bookmarked(see fig. 2, 
chronological date). 

Re claim 32, Vasilevsly et al disclose wherein the second Ul includes a listing of 
broadcast media programs that have one or more bookmarks(see fig.4; 0055). 

Re claim 33, Vasilevsky et al disclose wherein the second Ul includes a listing of 
broadcast media programs available with indicators corresponding with broadcast 
media programs that have one or more bookmarks(see fig.2). 

Re claim 34, Vasilevsky et al disclose wherein the second Ul includes a grid listing of 
broadcast media programs available with indicators corresponding with broadcast 
media programs that have one or more bookmarks(see fig. 7, bookmark listing). 

Re claim 35, Vasilevsky et al disclose wherein the second Ul includes a listing of 
broadcast media programs available with indicators corresponding with broadcast 
media programs that have one or more bookmarks, wherein the appearances of the 
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indicators vary to indicate differences in one or more properties associated with 
bookmarked broadcast media programs(see fig. 5; program bookmarks can be 
displayed in the form of still photographs corresponding to the video scenes at the time 
a program is paused. An example of this type of display 500 is shown in FIG. 5. Other 
forms of bookmark icons and bookmark displays are possible given the teachings of the 
present,0056; Another variation of showing bookmarks isn't iconic at all, but rather 
completely textual, as shown in the display ). 

Re claim 36, is met as previously discussed with respect to the rejection of claim 27. 

As claim 37, the claimed "means for receiving, at a first multimedia system at a first 
location, a bookmark indicating a position within a multimedia program, the bookmark 
having been sent from a second multimedia system at a second location...; means for 
requesting that a communicatively coupled multimedia server stream to the first 
multimedia presentation system, multimedia program from the position of the bookmark; 
and means for presenting the multimedia program at the first multimedia presentation 
system from the position of the bookmark" is composed as the same structural elements 
as previously discussed with respect to the rejection of claim 27. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jean Duclos Saintcyr whose phone number is 571 -270- 
3224. The examiner can normally reach on M-F 7:30-5:00 PM EST. If attempts to reach 
the examiner by telephone are not successful, his supervisor, Brian Pendleton, can be 
reach on 571 -272-7527. The fax number for the organization where the application or 
proceeding is assigned is 571-273-8300. Information regarding the status of an 
application may be obtained from the Patent Application Retrieval (PAIR) system. 
Status information for published applications may be obtained from either private PAIR 
or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see htpp://pair- 
direct.uspto.gov. Should you have questions on access to the private PAIR system, 
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contact the Electronic Business Center (EBC) at 866-21 7-91 97(toll free). If you would 
like assistance from a USPTO Customer Service Representative or access to the 
automated information system, dial 800-786-91 99(IN USA OR CANADA) or 571-272- 
1000. 

/Jean Duclos Saintcyr / 
/Brian T Pendleton/ 

Supervisory Patent Examiner, Art Unit 2425 



